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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1 . Claim 22 rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

The recitation of "and/or" on lines 2-21 is confusing because it is unclear what 
applicant is claiming. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 
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2. Claims 20-22 and 24-37 are rejected under 35 U.S.C. 1 02(e) as being 
anticipated by Nakao (US Patent 6,856,866). 

Nakao teaches an apparatus and method for controlling energy consumers/load 
on an energy accumulator (battery 5), the method including the steps of measuring at 
least one parameter that characterizes the state of charge of the battery (5), transmitting 
the parameter to a control unit (11), generating by the control unit a control signal as a 
function of the parameter, the control signal via the control unit (11) controls energy 
consumptions that are connected directly or indirectly to the battery (5) and calculating 
by the control unit (1 1 ) the energy consumption of the consumers/load on a planned 
route in advance. Re claim 21 , the battery has a positive energy balance at the time of 
the control signal. Re claim 22, the system includes an ambient temperature sensor 
and a battery condition detecting device. See Fig 2 and elements (114, 115 and 116). 
Re claim 23, see the high discharge execution determining section (124). Re claim 24, 
the system includes a signal. The teaching of a visual display is suggested in col. 4, 
lines 21-27. Re claims 25 and 26, see the system controller (9). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 20-22, 24 and 26 rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Kitagawa et al. (US Patent 5,426,589) in view of Nakao (US Patent 6,856,866). 
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Kitagawa et al. teaches an apparatus and method for controlling energy 
consumers/load (1) on an energy accumulator (battery), the method including the steps 
of measuring at least one parameter that characterizes the state of charge of the 
battery, transmitting the parameter to a control unit (6), generating by the control unit a 
control signal as a function of the parameter, the control signal (W) via the control unit 
(6) controls energy consumptions that are connected directly or indirectly to the battery 
and calculating by the control unit (6) the energy consumption of the consumers/load (1) 
on a planned route in advance. Re claim 21 , the battery has a positive energy balance 
at the time of the control signal. Re claim 22, the system includes an ambient 
temperature sensor and a battery condition detecting device. See Figs. 2, 3A and 3B. 
See also col. 2, lines 15-35. Re claim 24, the system includes a display device (8) to 
inform a driver. See col. 5, lines 1-9. Re claims 25 and 26, see col. 5, lines 24-67. 

Nakao teaches a data mask defined by a high discharge execution determining 
section that receives output data based on estimates. The high discharge execution 
determining section carries out prioritization, filtering and normalization of different data 
formats. 

Based on the teachings of Nakao, it would have been obvious to one having 
ordinary skill in the art, at the time the invention was made, to add a data mask to the 
system of Kitagawa et al. prevent overdischarge of the battery. Re claims 36, 37, where 
a claimed improvement on a device or apparatus is no more than "the simple 
substitution of one known element for another or the mere application of a known 
technique to a piece of prior art ready for improvement," the claim is unpatentable under 
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35 U.S.C. 103(a). Ex Parte Smith, 83 USPQ.2d 1509, 1518-19 (BPAI, 2007) (citing 
KSR v. Teleflex, 127 S.Ct. 1727, 1740, 82 USPQ2d 1385, 1396 (2007)). Accordingly, 
Applicant claims a combination that only unites old elements with no change in the 
respective functions of those old elements, and the combination of those elements 
yields predictable results; absent evidence that the modifications necessary to effect the 
combination of elements is uniquely challenging or difficult for one of ordinary skill in the 
art, the claim is unpatentable as obvious under 35 U.S.C. 103(a). Ex Parte Smith, 83 
USPQ.2d at 1518-19 (BPAI, 2007) (citing KSR, 127 S.Ct. at 1740, 82 USPQ2d at 1396. 
Accordingly, since the applicants] have submitted no persuasive evidence that the 
combination of the above elements is uniquely challenging or difficult for one of ordinary 
skill in the art, the claim is unpatentable as obvious under 35 U.S.C. 103(a) because it is 
no more than the predictable use of prior art elements according to their established 
functions resulting in the simple substitution of one known element for another or the 
mere application of a known technique to a piece of prior art ready for improvement. 
4. Claims 25 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kitagawa et al. ('589) and Nakao ('866) and applied to claim 21 above and further 
in view of Kuroda et al. (US Patent 6,314,347). 

The combination of Kitagawa et al. and Nakao lack the teaching of actuators 
connected to the control unit by means of which engine parameters can be adapted. 

Kuroda et al. teaches actuators connected to the control by means of which 
engine parameters can be adapted. 
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Based on the teachings of Kuroda et al., it would have been obvious to one 
having ordinary skill in the art, at the time the invention was made to modify the 
combination of Kitagawa et al. and Nakao and add actuators to the control unit to 
regulate engine parameters to minimize fuel consumption of the engine to extend the 
distance the vehicle can travel on the battery charge. 

Response to Arguments 

5. Applicant's arguments with respect to claims 20-24-26-37 have been considered 
but are moot in view of the new ground(s) of rejection. 

Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BRIDGET AVERY whose telephone number is 

(571 )272-6691 . The examiner can normally be reached on Monday-Thursday from 
8:00AM to 5:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lesley Morris, can be reached on 571-272-6651 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/Bridget Avery/ 
Examiner, Art Unit 3618 

/Paul N. Dickson/ 

Supervisory Patent Examiner, Art Unit 3616 



